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DETAILED ACTION 

1. This communication is in response to Applicant's application of 03 December 
2001, which claims the benefit of 60/250,814 filed on 01 December 2000. In response 
to the Restriction Requirement, Applicant elected claims 1-80 and 88-91 on 24 
November 2006. Claims 1-80 and 88-91 are currently pending and are presented to be 
examined upon their merits. Claims 1 , 48 and 88 are independent claims. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing 
out and distinctly claiming the subject matter, which the applicant regards as 
his invention. 

3. Claims 1, 48 and 88 and their related dependent claims are rejected under 35 
U.S.C. 112, second paragraph, as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as the invention. In reference 
to these claims, Applicant uses the phrase: "related by a common business interest" - 
does this mean the entities are all part of the construction industry or does it mean they 
are all part of certain company, such as ABC Corporation? Additionally, Applicant uses 
the phrase: "in contractual relation with a hiring entity in a superior tier" - which is 
unclear. The Specification describes the "hierarchical business organization" and the 
"tiers of entities" - however, these items are claimed broadly within the claim language. 
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Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

i 

(b) the invention was patented or described in a printed publication in this or a 
foreign country or in public use or on sale in this country, more than one year 
prior to the date of application for patent in the United States. 

5. Claims 1-11, 13, 15-17, 27, 31-47, 49-87 and 89-91 are rejected under 35 
U.S.C. 102(b) as being anticipated by Kolling et al (US Patent No. 5,920,847, 
hereinafter Kolling). In reference to claims 1, 48 and 88 and the related dependent 
claims, Kolling discloses a method, system and apparatus for bill presentment and 
payment comprising: 

a. a hierarchical business organization having a plurality of tiers of entities, 
said entities related by a common business interest, said hierarchical business 
organization further including at least two tiers each having at least one billing 
entity, each said billing entity in contractual relation with a hiring entity in a 
superior tier of said business organization, said hierarchical business 
organization further including a first tier having at least one paying entity (col. 4, 
line 18 -col. 7, line 7); 
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b. one or more memories for storing entity information on each of said 
entities of said hierarchical business organization (col. 28, line 5 - col. 30, line 6; 
Fig. 11); 

c. one or more network interfaces for sending and receiving data to and from 
billing entity nodes and paying entity nodes (col. 28, line 5 - col. 30, line 6; Fig. 
11); 

d. one or more processors in communication with said one or more 
memories (col. 28, line 5 - col. 30, line 6; Fig. 11); 

e. wherein, when said one or more network interfaces receives billing data 
for a billing entity from one of said billing entity nodes, said one or more 
processors prepares a bill for said billing entity based on said billing data, said bill 
for transmission to a paying entity node (col. 28, line 5 - col. 30, line 6; Fig. 1 1). 

6. In reference to dependent claims 2-47, 49-80 and 89-91, Kolling discloses a 
method, system and apparatus for bill presentment and payment including memories, 
processors, printers, data storage, entity nodes, network interfaces for: 

f. project information (col. 11, line 4 - col. 12, line 19); 

g. entity information (col. 11, line 4 -col. 12, line 19); 
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h. bills based on entity information (col. 1 1 , line 4 - col. 12, line 1 9); 

i. remittance instructions (col. 15 - col. 17); 

j. listings of payments (col. 11, line4-col. 12, line 19); 

k. verification of billing data (col. 15 - col. 17); 

I. lists of tasks for each billing entity (col. 1 1 , line 4 - col. 12, line 19); 

m. retention amounts (col. 15 - col. 17); 

n. bills including entity tasks (col. 11, line 4 -col. 12, line 19); 

o. stored costs (col. 1 1 , line 4 - col. 12, line 19); 

p. verification of costs and tasks (col. 1 5 - col. 17); 

q. making payments and printing checks (col. 15 - col. 17); 

r. checking billing status (col. 15 - col. 17); 

s. payments made by a bank for an entity (col. 15 - col. 17). 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the art to 
which said subject matter pertains. Patentability shall not be negatived by. 
the manner in which the invention was made. 
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8. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 



9. Claims 12, 14, 18-22, 26, 28-30 and 32-33 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Kolling in view of Official Notice. In reference to claims 
12, 14, 26, 28-30 and 32-33, Kolling teaches the bill presentment and payment systems 
detailed above. Kolling fails to teach a bill presentment and payment method, system 
and apparatus including: 

t. application of discounts 

u. identification of duplicates; 

v. creating approval and correction reports; and 

w. claims release. 

The Examiner takes official notice that the tasks of application of discounts, 
identification of duplicates, creation of approval/correction reports and claims release 
forms are old and well-known in the financial arts. Therefore, it would have been 
obvious to one of ordinary skill in the art at the time of the Applicant's invention to 
modify the bill presentment and payment method of Kolling to include the application of 
discounts, identification of duplicates, creation of approval/correction reports and claims 



3. 
4. 



1. 
2. 



Determining the scope and contents of the prior art. 

Ascertaining the differences between the prior art and the claims at 

issue. 

Resolving the level of ordinary skill in the pertinent art. 
Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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release forms because these features would create an efficient and thorough billing 
system. 

10. Claims 23-25 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kolling. In reference to claims 23-25, Kolling teaches a bill presentment and 
payment system as detailed above using various groups and the data related to these 
groups including: 

x. business groups 

y. billing entities 

z. paying entities 

aa. authorization entities (col. 11, line 4 - col. 12, line 19). 
Kolling teaches the bill presentment and payment systems detailed above including 
various groups engaged in the bill presentment and payment. Kolling does not explicitly 
teach first tier groups comprising: construction project owners, building contractors and 
financial institutions. The Examiner takes official notice that construction project 
owners, building contractors and financial institutions are specific entities of the groups 
disclosed by Kolling. The name or type of entity does not functionally affect the bill 
presentment or payment system and is a design choice of the bill producer. Therefore, 
it would have been obvious to one of ordinary skill in the art at the time of the 
Applicant's invention to modify the entities to include such groups as construction 
project owners, building contractors and financial institutions because it would make the 
bill presentment more clear and efficient for the bill producer and receiver. 
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Conclusion 

11. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jocelyn Greimel whose telephone number is (571) 272- 
3734. The examiner can normally be reached on Monday - Friday 8:30 AM - 4:30 PM 
EST. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Kramer can be reached on (571) 272-6783. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

12. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should' 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Jocelyn Greimel 
Examiner, Art Unit 3693 
January 19, 2007 




